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few weeks ago, I was working on a
claim construction brief and quoted
from  Markman v Westview
Instruments, 52 ¥.3d 967 (Fed. Cir. 1995),
aff’d, 517 U.S. 370 (1996). When lawyers
face a deadline for a brief, we read cases
quickly. If the case we want to quote from is
familiar to us, we may not read it at all,
except to find the language we want to
quote. After my brief was out the door, I
wondered if I was as familiar with Markman
as I thought I was. I decided it was time to
go back and read both the majority and dis-
senting opinions, slowly and carefully. How
would Markman’s reasoning stand up
today? Did its predictions come true? And
how will Markman fare in the future? Will
it be good law decades from now, like
Marbury v. Madison? Or will it represent a
blind alley, a decision left in the dustbin,
like the Supreme Court’s opinions in Dred
Scott v. Sandford or Plessy v. Ferguson?
Herbert Markman’s patent claimed an
inventory control system for dry-cleaning
clothing. Each shirt, dress or suit was
tagged and entered into a computer. The
defendant, Westview, said that its control
system did not store any information about
clothing, only invoice numbers, dates and
cash totals. The only testimony about how
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to interpret the patent came from Markman
and his expert; Westview offered only legal
argument. There was no other extrinsic evi-
dence. The jury found for Markman, but the
district court tossed the verdict, because
Westview’s system did not have an inven-
tory of clothing.

The Federal Circuit affirmed, but went
much, much farther. It decided that claim
construction was, for all cases, for all
patents, and for all time, a pure question of
law that never involved any factual ques-
tion. Claim construction therefore never,
ever required a jury — that entity which is
regarded with so much suspicion by some
who believe that a single legally trained
mind is a superior decision-maker. Of
course, those legally trained minds are the
ones whose decisions are getting reversed
on claim construction nearly half of the
time by the Federal Circuit.

One prediction of the majority opinion
in Markman was that a decision by a judge
on claim construction would enable com-
petitors reliably “to ascertain to a reason-
able degree the scope of the patentee’s
right to exclude.” Of course, that hasn’t
happened at all. In fact, the opposite has
happened. We cannot trust the plain mean-
ing of words in the patent because litigants
twist them, arguing, for example (as I men-
tioned in my last month’s column), that
Even if

the prediction by the Markman majority

“about” means “not less than.”

were correct, it has nothing to do with
whether the decision is about law made by
a judge, or is a decision about facts made
by a jury. All that is necessary is that a
decision be made, so that the result may be
known. And we don’t have even a bit of
finality resulting from a decision by a
judge, because everyone knows those deci-
sions are not final.

Another prediction of the Markman
majority opinion was that “arriving at a true
and consistent scope of the claims also
works to the benefit of the patentee,”
because a reliable decision by a judge will
enable the inventor “to maintain his privi-
lege as thus interpreted, against all oppo-
further
reference to its true limitations.” (An inter-

nents without controversy in
esting choice of word, privilege instead of
right, don’t you think?) Patentees are not
benefiting. They are getting tortured. We
might as well flip coins, or hire champions to
do battle. It would cost less, and be faster,

and just as reliable. Claim construction is so
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capricious that it reminds me of the bridge
scene in Monty Python’s Holy Grail where, if
you cannot answer a nonsensical question,
like “What is the speed of an unladen swal-
low?”, you are hurled into the abyss. In
claim construction hearings, though, it isn’t
funny; we are playing with the dreams and
hard work of inventors. That deserves more
respect.

Nor, as I wrote last month, is there the
slightest scrap of future benefit to a paten-
tee “against all opponents.” Claim con-
structions get done, then get done again in
any succeeding case involving the same
patent but a different infringer. No patentee
will ever be able to say to a second infringer
that the issue of claim construction was set-
tled “without further controversy” in a law-
suit against a first infringer. That can only
happen when the claim construction is dis-
advantageous to the plaintiff.

Markman didn’t have to decide, and
should not have decided, that claim con-
struction is always a question of law. Judge
Rader said in his concurring opinion that:

Whether claim construction can
involve subsidiary fact issues is not
before us. It is our duty not to rule on
this question. The court should
decline to answer a question better
left to a case that truly raises it, and
therefore provides an informed basis
for its resolution.

Markman disobeys a hallmark of judi-
cial restraint — don’t decide any more than
is necessary to resolve the case before the
court — and then unwisely promises us
that judges are better decision-makers than
jurors.

However well-meant the predictions
were in Markman about the benefits to the
patentee and its competitors in understand-
ing the patent, and the future benefits to the
patentee in protecting his “privilege,”
those predictions have not come true.
These premises of the Markman majority
opinion, therefore, were incorrect.

Another prediction of the Markman
majority was that no factual issues would
ever have to be decided in claim construc-
tion. But as Judge Rader wrote in his con-
currence, Markman didn’t have facts
calling for such a decision. There were no
factual conflicts in Markman. The only
issue was the meaning of “inventory,” and
testimony about the correct interpretation
of that word from only one side of the case.
The testimony was not contradicted.

It would have been easy to rule that the
meaning of inventory was in this instance a
question of law, because the intrinsic
evidence was consistent and clear, render-
ing unnecessary any reference to extrinsic

evidence, such as the testimony of
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Markman’s expert. The question whether
claim construction ever includes factual

issues could and should have been left for
another day.

But the majority didn’t do that. It
pushed aside as erroneous those of its prior
decisions that did not support the result the
majority sought. The dissents by Judges
Mayer and Newman do a much better job of
analyzing those cases than does the major-
ity. Not all patent cases are alike. There
were no disputed facts in Markman. But in
other cases, there are. For example, in a
claim construction hearing our firm just
held, each side presented a witness testify-
ing how parts of a patent for a television
control system would be read by a person of
ordinary skill in the art. The two witnesses
disagreed. If the court decides that the
claims cannot be construed based only on
intrinsic evidence, then reference to extrin-
sic evidence becomes necessary. Should
that occur in our case, the court will have to
decide which expert to believe. That is
resolving disputed facts, and is the function
of a jury under our Constitution.

Yet the Markman majority opinion con-
tains the remarkable statement that a court
which uses extrinsic evidence is not
engaged in fact-finding when it uses “cer-
tain extrinsic evidence that the court finds
helpful and reject[s] other evidence as
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unhelpful . . . .” The opinion continues this
fiction by asserting that “the court is not
crediting certain evidence over other evi-
dence or making factual evidentiary find-
ings.” But a court that selects one piece of
evidence as preferable to another, even if it
is only choosing which dictionary to read, is
certainly crediting some pieces of evidence
over others. That choosing is fact-finding.

The Markman majority added that
extrinsic evidence isn’t meant to interpret
the claims, but only to “assist” the court in
“understanding” the technology and back-
ground of the invention. But even then a
court confronted with two disagreeing wit-
nesses is going to have to make a choice.
No one can reasonably say that such a deci-
sion doesn’t involve facts, or that it doesn’t
involve choosing among the facts. A jury is
supposed to do that job, unless the parties
consent otherwise.

Markman is wrong about the superiority
or reliability of a judge as a decision-maker.
Markman is wrong about the benefits, both
for the patentee and the patentee’s competi-
tors, that were supposed to result from a
purely legal and highly reliable analysis of a
patent as a question of law. And last,
Markman wrongly forced the conclusion that
no claim construction ever includes ques-
tions of fact as well as law. We are no longer
in the frying pan; we are now in the flames.
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I hope that one day the dissents by
Judges Mayer and Newman represent the
law, like Justice Harlan’s dissent in Plessy
v. Ferguson. The stakes are important. We
are dealing here with two constitutional
issues: the protection offered those who
make discoveries, and protection of the
right to trial by jury. If the right to jury trial
gets eroded in patent cases, other civil
cases may not be far behind. To be different
from England with respect to civil juries
was so important that we provided for it in
the Bill of Rights.

If Markman was a success, why then did
a recent AIPLA e-mail report that Congress
says there is “broad agreement” that patent
law reform is needed? The truth is, we don’t
need any reform. What we do need is an
effective Patent Office with adequate fund-
ing. Attempts at reform are doomed unless
and until we have a Patent Office that can
do a better job. And when we have a Patent
Office that is adequately funded, we won’t
need the so-called reforms. How nice it
would be if the statute books were not con-
stantly being revised. Then we would have
a real chance at predictability for patentees
and their competitors. Lord, please save us

from the reformers! (P
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